t. 




United States Rvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Addrot: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Viigmia 22313-1450 
www.ufpto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/737,579 



12/18/2000 



Tomoko Ishikawa 



199648US0 



9891 



22850 7590 08/14/2003 

OBLON, SPIVAK, MCCLELLAND, MAIER & NEUSTADT, P.C. 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



EXAMINER 



DOTE, JAMS L 



ART UNIT 



PAPER NUMBER 



1756 

DATE MAILED: 08/14/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



APPLICATION NUMBER 



J 



United States Potent and ■frademarit OWtce 

Address: C0MM1SSOVER OF PATENTS AND T" 
Washington. D.C. 20231 



FIRST NAMED APPLICANT 



ATTORNEY DOCKET NO. 



ART UNIT 



PAPER NUMBER 



16 

DATE MAILED: 

Below is a communication Irom the EXAMINER in charge of this application 
COMMISSIONER OF PATENTS AND TRADEMARKS 

ADVISORY ACTION 

THE REPLY FILED FAILS TO PLACE THIS APPLICATION ^ ^ A proper rep|y t0 

Therefore, further action by the applicant is ^"^ to J^%^^3^Snt which places the application in 

pcpini ? FOR REPLY [check only a) or b)J 

H □ m view ol the .arty submission o. the proposed reply (w.thln th9 mailln9 dat . of , he final rejection. 

m _||„ 9 date oftho final re|oetlon. Horl7CFR1 1MM and the appropriate extension tee 

Srne^ter^rnfao^ent See 37 CFB 1.704(b). 



Appellant's Brief must be filed within the period set forth in 



1 .□ A Notice of Appeal was filed on - c p^^^)^w^^^ ot the appea1 ' 

with requisite fees. 

(d)B :e;^ 



4D Applicant's reply has overcome the following rejection(s): 



7.D 



"', 32 2±^-jId0jdl. would be allowable if submitted in a 

Newly proposed or amended claim s) ^ non . al , owab , e claim(s). 
separate, timely filed amendment canceling no consid ered but does NOT place 

me a> □ affidavit, b) □ exhibit, or c) B repuest for ^^^^^^^ 

the application in condition for allowance because: ^^^^^ZZ^ we „ newly 
The affidavit or exhibit will NOT be considered because ,« is not directed SOLEL 

txx^^^^^ is as ,ono : s (see an T. 

Claim(s) allowed: — - ~ 



9.CJ 
10.O 
11.03 



Clalm(s) objected to: _ - 4 ^ 

C.a.m(s) rejected: -^^^^^f^7T^3^ Uj^rJA 

Claim(s) withdrawn from consideration - ^ ^ ^ approved by the Exa miner. 

Other __k_-_L_____t*__ 




rORM PTOL-303 (Rev. ItffiO) 



Application/Control Number: 09/737,579 Page 2 

Art Unit: 1756 

1. The subject matter recited in proposed new claims 57-67 
raises new issues due to the limitation "wherein the binder resin 
comprises units from a monomer having a Bronsted acidic group or 
a Bronsted basic group." Said limitation was not presented in 
elected claims 27-30, 32, 34, 37, 38, 40, 42, and 44, at the time 
the final rejection in Paper No. 14 was mailed on Apr. 4, 2003. 

2. The examiner's refusal to enter the amendment filed after 
the final rejection in Paper No. 15 on July 20, 2003, renders 
applicants' arguments moot. The rejections of claims 27-30, 32, 
34, 37, 38, 40, and 42 over Matsuoka stand for the reasons 
discussed in the final rejection in Paper No. 14. 

With respect to the objection .to the specification set forth 
in Paper No. 14, paragraph 4, applicants assert that 
capitalization of trademarks is not a requirement because section 
608.1 (v) of the MPEP 608.1 (v) states that "trademarks should be 
identified by capitalizing each letter of the mark" (emphasis in 
the original) . 

However, section 608.01 (v) of the MPEP further states that 
"the proprietary nature of the marks should be respected . . . 
Every effort should be made to prevent their use in any manner 
which might adversely affect their validity as trademarks." MPEP 
608. 01 (V), 8th ed., Rev. 1, Feb. 2000, in particular page 600-84, 
lines 33-41. Thus, to respect the proprietary nature of the 
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trademarks cited in the instant specification, the objection 
stands . 

Applicants are remained that if they do not agree with the 
objection, they may file a petition under 37 CFR 1.113 to the 
Director to remove the objection. MPEP, chapter 1000. 



